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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

" ^^®"o,'S"/l°Ifil!?fJS5(.''® ^vai'^tile under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely 

- NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication 

- Parlure to reply within the sal or extended period for reply will, by statute, cause the application to become ABANDONED (35 U S C § 133) 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce anv 
earned patent term adjustment. See 37 CFR 1 .704(b) / . / y 

Status 

1 Responsive to conrimunication(s) filed on 04 February 2003 . 
2a)IEI This action is FINAL. 2b)n This action is non-final. 

3) n Since this application is in condition for allowance except for fomnal matters, prosecution as to the merits is 

closed in accordance with the practice under £x parte Quay/e, 1935 CD 11 453 OG 213 
Disposition of Clainfis 

4) 13 Claim(s) 1-28 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) 13 Claim(s) 1-28 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are: a)n accepted or 6)0 objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

11) 13 The proposed drawing correction filed on 04 February 2003 is: a)^ approved b)I3 disapproved by the Examiner. 
If approved, corrected drawings are required in reply to this Office action. 

12) n The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)nAII b)n Some*c)n None of: 

1 Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 1 7.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 . 

Attachment(s) 

1 ) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No(s) 

2) U Notice of Draflsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-1 52) 

3) |_| Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) Q Other: 
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DETAILED ACTION 
Response to Arguments 

1 . Applicant's arguments filed February 4, 2003 have been fully considered but they 
are not persuasive. Applicant repeatedly states that Examiner has made conclusory 
statements for a basis for obviousness, and further that impermissible hindsight was 
used to form the art rejection. In response to applicant's argument that there is no 
suggestion to combine the references, the examiner recognizes that obviousness can 
only be established by combining or modifying the teachings of the prior art to produce 
the claimed invention where there is some teaching, suggestion, or motivation to do so 
found either in the references themselves or in the knowledge generally available to one 
of ordinary skill In the art. See In re Fine, 837 F.2d 1 071 , 5 USPQ2d 1596 (Fed. Cir. 
1988) and In re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, 
the examiner has pointed to specific teachings (e.g. column and line numbers) within 
each reference as to why it would have been obvious to combine. Moreover, Applicant 
has not specifically argued why the combinations would not have been obvious. 

In response to applicant's argument that the examiner's conclusion of 
obviousness is based upon improper hindsight reasoning, it must be recognized that 
any judgment on obviousness is in a sense necessarily a reconstruction based upon 
hindsight reasoning. But so long as It takes into account only knowledge which was 
within the level of ordinary skill at the time the claimed invention was made, and does 
not include knowledge gleaned only from the applicant's disclosure, such a 
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reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 170 USPQ 209 (CCPA 
1971). 

Drawings 

2. In response to the drawing filed February 4, 2003, tlie drawing is objected to 
because elements 302, 304, 306, 308, 320, 322,324, 326, 42, 48, 50, 52 have not been 
labeled with a descriptive phrase to indicate the associated elements, as Applicant has 
done in figures 1 and 2. A proposed drawing correction or corrected drawings are 
required in reply to the Office action to avoid abandonment of the application. The 
objection to the drawings will not be held in abeyance. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-28 are rejected under 35 U.S.C. 112, second paragraph, as being 

incomplete for omitting essential structural cooperative relationships of elements, 

such omission amounting to a gap between the necessary structural connections. See 
MPEP § 2172.01 . (emphasis added). The omitted structural cooperative relationships 
are: how the elements of the automatic transfer switch controller/system are 
interconnected. As claimed the elements are not connected to one another. This 
objection is maintained because Applicant has not amended the claims to satisfy the 
requirements of the above referenced section of the MPEP. In particular in claim 1 , 
Applicant has recited (listed) 7 elements of the automatic transfer switch controller, as 
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shown by the 7 indentations. However, it is unclear how each element is connected 
within the controller. Since the art rejection is based upon the claims as recited, and not 
anything gleaned from the specification, a reasonable art rejection is one that contains 
the elements as claimed. 



Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-3, 15-17 are rejected under 35 U.S.C. 103(a) as being unpatentable 

over Vesce et al., US 4,593,213, in view of Sheppard et al., US 5,739,594 and Allen 

et al., US 5,497,332. 

With regard to claims 1, and 15, Vesce et al. teach: 
a switch controller comprising: 

a power supply circuit (1 12, 1 13) to regulate and filter input power; 
at least one transformer (122) to convert utility and generator power sources into 
power supply voltages and voltage sensing sources; 
a voltage sense signal (114) conditioning circuit; 
Vesce et al. teach the claimed invention except for: 
a solenoid driver circuit to drive automatic transfer switch solenoids; 
a user interface to said microcontroller for operator entry of instructions; and 
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at least one LED indicator interfaced to said microcontroller to indicate operator 
entry of instructions at said user interface; 

an embedded microcontroller configured to control logic functions and to monitor 
generator voltages and frequencies. 

Sheppard et al. teach an automatic transfer switch controller (fig. 1 ) a solenoid 
driver circuit (16) to drive automatic transfer switch solenoids a user interface to said 
microcontroller (34) for operator entry of instructions; and 

at least one LED indicator interfaced to said microcontroller (32, 206) to indicate 
operator entry of instructions at said user interface. 

Allen et al. teach an embedded microcontroller (col. 3, lines 34-35) configured to 
control logic functions and to monitor generator voltages and frequencies. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify Vesce et al. with the teachings of Sheppard et al. for the purpose of 
providing more specific annunciation of diagnostics than prior art controllers by utilizing 
a display and control routines which detect switch positions, malfunctions in the transfer 
switch, and misadjustment of the limit switches (col. 2, lines 8-11). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify Vesce et al. with the teachings of Allen et al. for the purpose of 
providing a digital monitor and controller for transducing and monitoring the 
performance of DC or AC generator units, as well as for controlling the loads connected 
thereto in small power plants (col. 2, lines 23-26). 
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With regard to claims 2, and 16, adding the limitation of the microcontroller 
comprises at least one analog-to-digital converter, Allen et al. teaches this feature (col. 
3, lines 50). 

With regard to claims 3, and 17, adding the limitation of the voltage sense signal 
conditioning circuit comprises low pass filters configured to remove noise from the 
power supply thereby enabling said microcontroller analog-to-digital converter to 
correctly sense voltage and frequency. Allen et al. teach this feature (col. 4, lines 53- 
55). 



Claims 4, and 18 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Vesce et al., in view of Sheppard et al., and Allen et al., as applied to claims 
1, and 15, and further in view of Kern et al., US 6,181,038. 

With regard to claims 4, and 18, Vesce et al. as modified by Sheppard et al. and 
Allen et al. teach the claimed invention except for a solenoid driver circuit is configured 
with relays. Kern et al. teach this feature (77, 79, 92). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify Vesce et al. as modified by Sheppard et al. and Allen et al. with the 
teachings of Kern et al. for the purpose of providing a transfer mechanism which allows 
various branch circuits of a home to be brought on line separately, rather than at once 
to allow for loads with large starting requirements to be brought up to speed before 
bringing the other circuit branches of the home on line thereby insuring the adequate 
power is provided by the generator to start such loads (col. 1 , lines 58-64). 
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Claims 5, and 19 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Vesce et ai., In view of Sheppard et al., and Allen et al., as applied to claims 
1, and 15, and further In view of Fulks et al., US 5,703,748. 

With regard to claims 5, and 19, Vesce et al. as modified by Sheppard et al. and Allen 
et al. teach the claimed invention except for the solenoid driver circuit is configured with 
solid state devices. Fulks et al. teach this feature (fig. 8). 

It would have been obvious to one of ordinary skill in the art at the time of 
the invention to modify Vesce et al. as modified by Sheppard et al. and Allen et al. with 
the teachings of Fulks et al. for the purpose of providing a solenoid driver circuit that 
reduces the armature velocity and increases armature transit time of the solenoid while, 
at the same time ensuring high solenoid performance (col. 1, lines 28-31). 

Claims 9-10, and 23-24 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Vesce et al., In view of Sheppard et al., and Allen et al., as 
applied to claims 1, and 15, and further in view of Generac® Power Systems, Inc., 
"E" Control Panel Brochure. 

With regard to claims 9-10, and 23-24, Vesce et al. as modified by Sheppard et 
al. and Allen et al. teach the claimed invention except for comprising a generator control 
board configured to interface with said microcontroller and to sense at least one of oil 
pressure and temperature, and configured with a set of dry contact outputs. Generac® 
teaches these features (see entire document). It would have been obvious to one of 
ordinary skill in the art at the time of the invention to modify Vesce et al. as modified by 
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Sheppard et al. and Allen et al. with tlie teachings of Generac®for the purpose of 
providing an economical control option that combines the advantages of digital 
technology with traditional analog meters for voltage, current, and frequency. 

Claims 12, and 26 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Vesce et al., in view of Sheppard et al., and Allen et al., as applied to claims 
1, and 15, and further in view of Smith, US 5,920,129. 

With regard to claims 12, and 26,Vesce et al. as modified by Sheppard et al. 
and Allen et al. teach the claimed invention except for a load shed 1/0 option board 
configured to disconnect loads before said controller transfers loads to a generator 
power source, preventing generator over load. The examiner finds that this feature is a 
conventional break before make feature, as taught by Smith (col. 1, lines 22-26). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify Vesce et al. as modified by Sheppard et al. and Allen et al. with the 
teachings of Smith for the purpose of avoiding any potential surges that may occur as a 
result of two unsynchronized sources applying power to the load simultaneously (col. 1 , 
lines 26-29). 

Claims 13, and 27 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Vesce et al., in view of Sheppard et al., and Allen et al., as applied to claims 
1, and 15, and further in view of Murphy® Generator Control Panel MGC900 Series 
Brochure. 
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With regard to claims 13, and 27, Vesce et al. as modified by Sheppard et al. 
and Allen et al. teach the claimed invention except for said microcontroller is configured 
with at least one of a generator cool down timer, a generator warm-up timer, a loss of 
power delay timer, a generator fail-to-start timer, a generator crank timer, a generator 
pause timer, a generator overload timer and an utility stabilization before switchback 
timer. Murphy® teaches this feature (see front page). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify Vesce et al. as modified by Sheppard et al. and Allen et al. with the 
teachings of Murphy® for the purpose of providing economical engine/generator, manual 
or automatic start/stop control for applications required by NFPA-1 10 approvals. 



Allowable Subject Matter 

5. Claims 6-8, 11,14, 20-22, 25, and 28 would be allowable if rewritten to overcome 
the rejection(s) under 35 U.S.C. 112, second paragraph, set forth in this Office action 
and to include all of the limitations of the base claim and any intervening claims. 

The following is a statement of reasons for the indication of allowable subject 
matter: With regard to claims 6-8. 1 4, 20-22, and 28, the prior art of record does not 
teach or suggest an automatic transfer switch controller having an embedded 
microcontroller which recognizes jumper selections, in combination with the other 
recited elements of claims 1 and 15, respectively. Additionally, regarding claims 11, 
and 25, the prior art of record does not teach or suggest an automatic transfer switch 
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controller which expands single phase sensing to three phase sensing on utility and 
generator sources. 

Any connments considered necessary by applicant must be submitted no later 
than the payment of the issue fee and, to avoid processing delays, should preferably 
accompany the issue fee. Such submissions should be clearly labeled "Comments on 
Statement of Reasons for Allowance." 

Pertinent Prior Art 

6. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Caterpillar® Automatic Transfer Switch Brochure. 

Conclusion 

7. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 
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Communications with the PTO 



8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sharon Polk whose telephone number is 703-308-6257 
The examiner can normally be reached on M-F 7-3:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Brian Sircus can be reached on 703-308-311 9. The fax phone numbers for 
the organization where this application or proceeding is assigned are 703-872-931 8 for 
regular communications and 703-872-931 9 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-308- 
0956. 



Patent Examiner - Art Unit 2836 



April 7, 2003 



Sharon Polk 




